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— Tho MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 18 October 2004 . 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 12-25,33-37 and 43-45 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration, 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 12-25.33-37 and 43-45 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)n All b)n Some * c)l3 None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Claim Rejections - 35 USC§103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 12-25, 33-37, and 43-45 are rejected under 35 U.S.C, 103(a) as being 
unpatentable over Mooty et al ("Mooty", U.S. Patent No. 6,308,378) in view of DeLuca et al 
("DeLuca", U.S. Patent No. 6,591,456). With respect to claims 12-16, 20, 25, 33-35, Mooty 
discloses a tool comprising a housing (102), a motor within the housing (column 3, line 58), and 
a gripping portion (104). Mooty also discloses the gripping portion (104) to have an outer 
surface including at least one material (at 1 14, 1 16, 1 18) of higher coefficient of friction than the 
material of the housing tool. The tool is a power tool with an output member (105). The power 
tool is a power drill. The handle has opposite side surfaces each defining a gripping region. 
Mooty fails to disclose blister pack, clamping member, chambers, and the cover member, as 
claimed. 

3. DeLuca teaches a cushioning device for a grip of a tool comprising a blister pack (100) 
with first and second flexible sheets (172, 174) defining at least one gel (column 12, Unes 20-22) 
containing chamber (106), and where the first and second flexible sheets are sealed to each other 
at the periphery of the gel containing chambers. DeLuca further shows a clamping, or cover, 
member (210, 230, 250) made of a relatively hard material compared to the gel. The clamping or 
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cover member includes apertures (254). DeLuca uses this arrangement to provide a comfortable, 
deformable grip, that conforms to the users grip. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to modify Mooty, such that Mooty includes 
the clamping member and blister pack of DeLuca around its grip, in order to provide a 
comfortable, deformable grip that conforms to a user's grip. A chamber enclosing the gel 
material (108) extends outwardly from the gripping portion (see figures 4 and 10). Both the 
gripping portion and chamber are simultaneously gripped. DeLuca also shows two discrete 
chambers extending outwardly from the side surfaces (see figures 4 and 10) and through the 
apertures of the cover member. The cover piece (210, 230, 250) forms at least part of the 
gripping portion. 

4. With respect to claims 17 and 18, the combination of Mooty and DeLuca shows the 
chamber (106 of DeLuca) formed as a blister pack with gel material enclosed between upper and 
lower layers of flexible film (172, 174). The handle defines a recess, and the blister pack 
assembly is disposed in the recess (between the cover member and a base of the handle). 

5. With respect to claim 19, DeLuca teaches a flexible layer as discussed above. Neither 
Mooty nor DeLuca show another flexible sheet disposed between the blaster pack and the cover 
piece and having a protrusion extending through the aperture and accommodating the chamber. 
However, it appears, as presently claimed, this flexible sheet is just another layer on the blister 
pack. It is considered obvious, and within the knowledge of one having ordinary skill in the art 
to make to replace a single piece with multiple pieces. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to modify DeLuca such that there is an 
additional flexible sheet or layer extending through an aperture in the cover piece. 
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6. With respect to claims 21 and 22, the combination of Mooty and DeLuca discloses the 
chamber (106 of DeLuca) ^d cover piece (210, 230, 250 of DeLuca) to each have a curved 
outer surface, and the handle gripping portion includes a curved region that does not include the 
cover piece (portion 252 of DeLuca) where the cover piece has a curved outer surface that 
substantially merges into the curved region. 

7. With respect to claims 23 and 24, DeLuca teaches the chamber to be formed as a blister 
pack assembly including gel material enclosed between upper and lower layers of flexible film 
(172, 174). 

8. With respect to claim 36, DeLuca teaches four chambers (106) encapsulating a gel 
material, where two chambers protrude from each said gripping region (see figures 4 and 10). 
The chambers are discrete from one another. 

9. With respect to claim 37, DeLuca teaches a cover piece (210, 230, 250, but neither 
Mooty nor DeLuca disclose the drill to conprise two cover pieces. However, separating a single 
part into multiple parts is considered to be within the level of one having ordinary skill in art. 
Doing so does not appear to create any specific utility, nor does it provide a clear advantage over 
the prior art. It would have been obvious to one having ordinary skill in the art at the time of the 
invention to modify Mooty and DeLuca such that the cover piece of DeLuca is two pieces, as 
such a modification does not appear to produce a new or unexpected result as is within the skill 
of the art. 

10. With respect to claims 43-45, Mooty discloses a power tool with a housing (102) having 
a handle (104), and motor to actuate an output member of the power tool. Mooty fails to disclose 
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the handle to comprise a gel material and a region of material that is relatively hard conr5)ared to 
the gel material. 

1 1 . DeLuca teaches a tool with a handle portion, where the handle conq)rises a gel material 
(108) and region that is relatively hard as conpared to the gel material (210, 230, 250). The 
region defines the outer surface of the handle and the gel material protrudes outwardly through 
an aperture (254) formed in the region. DeLuca uses this arrangement to provide a comfortable, 
deformable grip, that conforms to the users grip. It would have been obvious to one having 
ordinary skill in the art at the time of the invention to modify Mooty, such that Mooty includes 
the gel material and region of DeLuca around its grip, in order to provide a comfortable, 
deformable grip that conforms to a user's grip. 

12. With respect to claims 44 and 45, the combination discloses the handle to comprise a 
base (112, 1 14, 1 18 of DeLuca), and the region to comprise a cover piece (210, 230, 250) that 
retains the gel material on the base. The aperture (254) is formed in the cover material. The gel 
material is enclosed in a chamber (106 of DeLuca) formed between upper and lower layers (172, 
174) of flexible film. 

Response to Arguments 

13. Applicant's arguments filed April 21, 2005, have been fully considered but they are not 
persuasive. Apphcant argues that one skilled in the art would not look to the DeLuca reference 
to utilize it as a vibration dampener, and that combination of Mooty and DeLuca is result of 
hindsight reconstruction. Examiner respectfully disagrees. 
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14. With regard to applicant's argument that one skilled in the art would not look to DeLuca 
to utilize it as a vibration damper, examiner notes that this argument appears to be directed 
toward the intended use of the claimed invention. Examiner notes the only claim in which the 
functional, or intended use, Umitation of "vibration damping" is claimed is independent claim 12. 
Claims 14-25m 33-37, and 43-45 are silent as to the intended or functional use of the claimed 
structure. With respect to claims 14-25, 33-37, and 43-45, applicant's arguments appear to be 
narrower than the claims. Claim 12 sets forth a gel containing chamber that contains a "vibration 
damping gel material". DeLuca provides a device that provides "a cushioning effect" (abstract) 
that uses a gel material (column 12, lines 20-22) along with the other structural features 
substantially as claimed. Because DeLuca' s gel is identical to appUcant's claimed gel, it follows 
that DeLuca' s gel is also capable of damping vibrations. Additionally, the fact that appUcant has 
recognized another advantage (vibration damping) which would flow naturally fi-om following 
the suggestion of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 TJSPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

15. In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
appUcant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). In this case, the combination of Mooty and DeLuca disclose all of 
the claimed limitations. DeLuca provides a motivation for combining, in that DeLuca' s grip 
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provides a cushioning effect which lends to a comfortable, deformable grip, that conforms to a 
user's grip. As discussed in the preceding paragraph, the fact that apphcant has recognized 
another advantage (vibration dancing) which would flow naturally from following the 
suggestion of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. 

Conclusion 

16. TfflS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
poUcy as set forth in 37 CFR 1 . 1 36(a). 

17. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Kyle whose telephone number is 571-272-7057. The 
examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 
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19. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Swann can be reached on 571-272-7075. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

20. Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published apphcations 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



mk 




INER 



